
On July 1, 2011, within the framework of 
the Operation Saga supervised by the 
High Court with the participation and 
coordination of the Anti- Corruption 
Prosecutor, the SGAE’s offices were 
raided by Civil Guard Officers. As a result, 
nine people, including the SGAE’s presi-
dent Eduardo Bautista and the general 
director of the SDAE (a SGAE’s subsidiary 
company created in 2000 to protect au-
thors' digital rights), were detained as 
alleged perpetrators of corporate crime 
and misappropriation. The investigation 
against SGAE was triggered by a com-
plaint filed by several Internet, computer 
and restaurant business associations 
against the organization in 2007 follow-
ing which the Public Ministry requested 

the opening of a 
preliminary inves-
tigation by the 
Ant i -Corrupt ion 
Prosecutor for 
alleged misappro-
priation of funds in their activities. Now, 
the investigation would attempt to dem-
onstrate the creation of a parallel corpo-
rate structure to which diverts the 
SGAE’s founds by people using their po-
sition within the SGAE. Under these cir-
cumstances the SGAE’s Board of Direc-
tors has decided to create a governing 
committee lead by an external and inde-
pendent professional to investigate the 
entity in order to state the liability of 
each party involved in the matter. 
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The US company Tranz- Send has confirmed that it has sued the com-
pany  BitTorrent Inc. for infringement of a file-sharing related patent 
originally filed on April 1999. The  here concerned patent is titled 
“Media file distribution with adaptive transmission protocols” and 
was granted in November 2007. It describes a file-sharing system con-
sisting of a file database, a transfer client and a distribution server. 
The company claims to have suffered significant losses and wants to be compensated 
for the ongoing patent infringement. In case the Court agrees, this case could entail 
disastrous economic consequences for BitTorrent  landscape which will have to start 
charging its clients for the unloading of the program which was free use up to date. 
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Cristina obtained an 
Industrial Engineering 
degree in 2008 at the 
Miguel Hernández 
University. She has 

joined the Patent Department of 
Abril Abogados in 2011 and her ex-
pertise area is the field of mechani-
cal and electronics specially in draft-
ing patent applications.  

This year Abril 
Abogados has 
been   once 
again included in both annual prestigious 
Law firm International rankings made by 
“Chambers & Partners” and “The Legal 
500” as one of the most reputed Spanish 
Law firms in Intellectual Property, Copy-
right and New Technologies highlighting 
its growth closed to 9%. 

Abril Abogados in rankingsAbril Abogados in rankings  

Internal Abril  Internal Abril    Internal Abril  Internal Abril    Internal Abril  Internal Abril    Internal Abril  Internal Abril    Internal AbrilInternal Abril 

BitTorrent sued for patent infringementBitTorrent sued for patent infringement  

Patent ConflictsPatent Conflicts  

MARQUES  
Annual Conference  

 

13th -16th September 2011 
Baveno, Lago Maggiore, Italy  

 

Abril Abogados will be  
represented by: 

Carolina Montero 



Page 2 July 2011 

CopyrightCopyright  

According to the Directive on copy-
right and related rights in the infor-
mation society, the exclusive right 
to reproduce audio, visual and au-
dio-visual material is granted to 
authors, performers and producers. Ac-
cording to the Netherlands legislation, it is 
for the manufacturer or importer of the 
reproduction media to pay the private 
copying levy. The Stichting de Thuiskopie is 
the Netherlands body responsible for re-
covering the private copying levy. Opus is a 
company based in Germany which sells, via 
the internet, blank media. Opus does not 
pay a private copying levy in respect of the 
media delivered to its customers in the 
Netherlands, either in that Member State 
or in Germany.  Arguing that Opus had to 

be regarded as the ‘importer’ and, 
consequently, responsible for pay-
ing the private copying levy, the 
Stichting brought an action against 
Opus before the Netherlands 

courts. Even if  Opus has argued that it is 
the Netherlands purchasers who must be 
classified as importers the ECJ has how-
ever admitted that given the practical diffi-
culties in identifying private users and 
obliging them to compensate right hold-
ers,  it is open to the Member States to 
establish a private copying levy chargeable 
to the persons who make reproduction 
equipment, devices and media available to 
that final user, since they are able to pass 
on the amount of that levy in the price 
paid by the final user for that service. 

OHIMOHIM  

The study is a contribution to European Commission’s overall 
evaluation of the functioning of the trade mark system in 
Europe and looks for identifying potential areas for improve-
ment for the benefit of users and society as a whole. The re-
sult of this study gives two main implications:  

The Office has created an attractive supranational trade 
mark and has been successful in streamlining the adminis-
trative processes needed to allow this trade mark to func-
tion and it’s likely to further expand in the future. 

The current size of the European trade mark pool 
(including national rights and CTM) is very large and grow-
ing fast. This is making it difficult for applicants to compare 
new marks against existing marks to prevent undue simi-
larity. In order to ensure registration of at least one trade 
mark, applicants resort to multiple simultaneous applica-
tions, as it is cheaper to apply for several marks than to 
undertake an exhaustive search for all possible conflicts. 
Fee reductions also contribute to the growing externality 
of unused marks on the register.  

The study recalls that the protection of trademarks is an intrin-
sic part of the system of undistorted competition. The study, 
however, points out elements that could have negative effects 
on competition, notably the protection of certain kind of 
trademarks (color marks, shape of product marks and combi-
nation marks with a low level of distinctiveness). In these 
cases, an assessment of the validity of such trademarks is 
needed and they should only be registered if they have ac-
quired distinctiveness through use in the market within the 
community. 
The study also includes other innovative proposals, such as the 
introduction of a provision providing a better definition of the 
borderline between private and commercial use and a clause 
specifying that infringement claims are without prejudice to 
earlier rights. However, a number of questions remain unan-
swered and additional sources of data at the level of the na-
tional offices remain to be exploited in future work, as well as 
the frequency and effects of trade mark litigation in Europe 
remain to be investigated. 

A family that was pardoned in 2009 
of having committed a crime, re-
quested Google to  be removed 
from its search engines as the per-
petrator of such crime. Each time 
the family name of any of the 
members of this family was intro-
duced in Google, the decision pub-
lished in the Official State Bulletin 
reappeared. Google argued that it 
was the official gazette’s responsi-
bility whereas the gazette replied 
that the Law obliges to keep such 
data. However the Spanish Data 
Protection Agency has now issued 
a decision by means of which both 
should remove data about this 
family from their index. 

Right to be forgottenRight to be forgotten  
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Imports also charged with private copying levyImports also charged with private copying levy  

On may 24th, 2011 the European Com-
mission has  adopted a proposal for a 
new EU Directive governing how 
'orphan works' should be archived by 
public organizations across Europe. Or-
phan works are copyrighted material, 
such as books, films and music, which 
have no identified owner. The Commis-
sion is proposing that orphan works are 
digitized and made available online in 

all EU countries, regardless 
where the work originates from. 
The main objective of this pro-
posal is to create a legal frame-
work to ensure the lawful, cross
-border online access to orphan 
works contained in online digital 
libraries or archives ... when such or-
phan works are used in the pursuance 
of the public interest mission,". At the 

moment many orphan works lie 
in storage in libraries and other 
institutions and because of 
copyright law cannot be digi-
tized or used without permis-
sion. The Commission wants to 
make it possible for public or-

ganizations to digitize the material with-
out having to gain the consent from the 
unknown owner. 

Orphan worksOrphan works  

European UnionEuropean Union  

MaxMax--Plank Plank   



The General Court has upheld 
the OHIM’s assessment 
against the rejection of the 3D 
Community Trademark appli-
cation filed by the German pump 
manufacturer company Wilo. The  3D 
CTM application consisted on a figura-
tive sign comprising green facets for 
pumps. The mark was considered as 
devoid of any distinctive character ac-
cording to Article 7 (1) (b) CTMR since 
the shape mark which takes on the 
shape of the products it intends to dis-
tinguish does not indicate the origin.  

Case LawCase Law  

Page 3 July 2011 

As from July 2011, trademark owners 
will be entitled to file oppositions 
against trademark applications in Italy, 
which was not an available remedy until 
now. Consequently, all national trade-
mark applications that have been depo-
sited or on after May 1, 2011, and pu-
blished in the Italian Office (UIBM) Offi-
cial Bulletin since July 2011, as well as 
the International applications designa-
ting Italy that are published in the WIPO 

Gazette since July 1, 2011, will 
be subject to potential opposi-
tions within a three-month 
deadline after such publication. The 
main features of this new procedure are 
the existence of a two-month cooling off 
period for possible negotiations betwe-
en the parties, as well as the possibility 
to request that the opponent submits 
proof of use of its prior trademark 
(provided that such registration is sub-

ject to use obligation). The 
UIBM’s decision may be appea-
led before the Board of Appeal. 

It should be taken into account that the 
UIBM does not ex officio performs an 
examination concerning relative 
grounds, therefore the only possibility to 
prevent the registration of third parties’ 
rights in Italy is through this new opposi-
tion procedure, of great importance for 
trademark owners in this country.   

Collective CTM “Txakoli” finally rejected Collective CTM “Txakoli” finally rejected   
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New Opposition ItalyNew Opposition Italy  

Txakoli is a slightly sparkling, very dry white wine typical from the 
North of Spain. The General Court has rejected the collective CTM 
application “TXAKOLI” applied for by the three Regulating Councils of 
the Basque Country for Designation of Origin Txakoli  that tried to 
prevent other Spanish regions, from using freely the term to refer to 

their products as Txakoli wine. According to the Community Trademark Regulation 
(CTMR), “signs or indications which may serve, in trade, to designate the geo-
graphical origin of the goods or services may constitute Community collective 
marks”.  However, the General Court decided, despite the applicant’s arguments 
that the peculiar spelling of Txakoli which reminds of the Basque country, that the 
regulations of the wine sector consider the terms ‘txakoli-txakolina-chacoli’ like a 
characteristic of the wine and not a geographical origin of the goods, thus being 
descriptive and cannot be registered according to Article 7 (1) (c) CTMR. The Court 
confirmed that ‘TXAKOLI’ could not be monopolized and registered as a trademark 
(individual nor collective) and must be left free for companies which produce this 
kind of wine and who can or might obtain the right to use such traditional term. 

The shape of products is not The shape of products is not 

registrableregistrable  

Botox VS Botolist and BotocylBotox VS Botolist and Botocyl  ECJ defines the scope of CTM injunctive ordersECJ defines the scope of CTM injunctive orders  

The General Court confirmed the declarations of invalidity of 
two Community Trademark registrations “BOTOLIST” owned by 
Helena Rubinstein and “BOTOCY”  in the name of L’Oréal both 
protecting goods in Class 3. These declarations were filed by 
Allergan, Inc., proprietor of a relevant number of prior Commu-
nity word and figurative marks “BOTOX” for goods in Class 5. On 
the reputation of the earlier marks the Court stated that the 
general public was familiarized with the botulinum toxin and the 
discovery that it could be used effectively to smooth out certain 
facial wrinkles and considered that the reputation of the mark 
“BOTOX” was sufficiently proved.  As far as the similarity of the 
marks at issue is concerned, it should be noted that BOTO- is not 
a common prefix, either in the pharmaceutical field or in the 
cosmetic field  since it cannot even be regarded as an abbrevia-
tion of “botulinus”, as this word begins with BOTU.  Moreover,  
goods in classes 3 and 5 were once more found to be closely 
related belonging to similar market sectors. Consequently, there 
were sufficiently serious risks that both trademarks “BOTOLIST 
“and “BOTOCYL”,  were seeking  to take advantage of the dis-
tinctive    character and repute acquired by “BOTOX”. 

Chronopost SA is the owner of the French and CTMs 
‘WEBSHIPPING’, applied for in 2000 and registered in re-
spect of, inter alia, services relating to logistics and data 
transmission, collecting and distributing mail, and express 
mail management. In spite of that registration, DHL Ex-
press France SAS (the successor to DHL International) 
used the same word in order to designate an express mail 
management service accessible principally via the Inter-
net.  The Regional Court of Paris (acting as a CTM Court) 
found that DHL Express France had infringed the French 
trade mark WEBSHIPPING, although it did not adjudicate 
upon the infringement of the Community trade mark. 
This case was referred to the ECJ which clarified that, in 
general, when a CTM Court orders a defendant to stop 
infringing a CTM the scope of that order will be EU-
wide.  The only exceptions are where the trade mark 
owner asks for more restricted injunctive relief and 
where the acts of infringement or threatened infringe-
ment are limited to a single Member State or to part of 
the territory of the EU.  
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